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DETAILED ACTION 

Response to Arguments and Amendments 

1 . Due to amendments to the specification, all objections to the specification are 
hereby withdrawn. 

Due to further explanation by the Applicant, all rejections under 35 USC 1 12 1 st 
paragraph are hereby withdrawn. 

Arguments regarding the 35 USC 112 2 nd paragraph rejections of claims 2 and 4 
have been considered, but are not persuasive. See 1J3. 

The 35 USC 1 12 2 nd paragraph rejection of claim 6 is hereby withdrawn. 

Regarding arguments related to Graef (USP 4,494,747), using Applicant's own 
citation, rollers 44 are clearly driven in reverse when feed roller 28 is driven in the 
feeding direction. Furthermore, the Graef reference meets the added limitation of the 
first note engaged with the at least one picking member (28) (limitation (d)), as admitted 
by Applicant (P15/L8-10). 

Regarding arguments related to Swartzendruber (USP 4,159,782), the reference 
does teach the claim recitation clearly shown in C4/L12-25, as was previously cited. 

Regarding arguments related to Beskitt (USP 6,302,393), Applicant correctly 
noted the typographical error made in the first action on the merits. The picker member 
is element 178 and not 190. However, the reference clearly reads on step (a) of claim 
1. Furthermore, the additional note is moved relative to the first note as is clearly stated 
in C13/L30-49, as was previously cited. 
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Applicant's arguments with respect to claims 24-27 have been considered but are 
moot in view of the new ground(s) of rejection. 

Applicants' allege that Graef USP 6,783,061 does not qualify as prior art to the 
recited invention, though, have not argued why this is so. The filing date of this 
reference (11/13/2001) is earlier than the earliest priority date claimed for Applicants' 
invention (10/18/2002). Why does this not qualify as prior art? 



Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 2 and 4 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

By the wording of claim 2, it appears as though the claim means to say that the 
at least one additional note is moved in the second direction more rapidly than the first 
note is moved in the second direction, while the first note moving in the second direction 
has not been positively recited. 

Regarding claim 4, the limitation of the first note moving in the second direction is 
claimed as though it has been positively recited, although it has not. The limitation of 
this claim is the difference of time of movement of the second note relative to the first 
note, however, movement of the first note in the second direction has not been 
positively recited. 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1,5, and 6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Graef USP 4,494,747. 

Graef discloses a similar method comprising: 

a) picking a first note bounding a stack of notes (1 1 A), from the stack with at least 
one picking member (28) engaged with the first note, wherein the picking causes 
the first note to move in a first direction toward at least one stripper member 
(C10/L60-65) 

b) engaging notes other than the first note with the at least one stripper member 
(44,47), wherein generally notes other than the first note are prevented from 
moving from the stack 

c) sensing with at least one sensor (48) before the first note has disengaged from 
the stack, that at least one additional note has moved with the first note from the 
stack past the at least one stripper member (44,47) (C9/L13-17) 

d) responsive to (c), moving the at least one additional note in a second direction 
opposed of the first direction relative to the first note while the first note is 
engaged with the at least one picking member (C11/L8-18, C12/L14-20) 
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Graef further discloses a similar method wherein (a) includes urging the first note 
to move in the first direction by moving at least one moving member that is in supporting 
connection with the stack (C7/L46-62) and wherein (d) includes urging the first note to 
move in the second direction through moving the at least one moving member in the 
second direction (C4/L59-62). 

6. Claims 1-4 and 28 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Swartzendruber USP 4,159,782. 

Regarding claim 1, Swartzendruber discloses a similar method comprising: 

a) picking a first note bounding a stack of notes (C), from the stack with at least one 
picking member engaged with the first note, wherein the picking causes the first 
note to move in a first direction toward at least one stripper member (fig. 1 ) 

b) engaging notes other than the first note with the at least one stripper member 
(44,46), wherein generally notes other than the first note are prevented from 
moving from the stack (C1/L57-65) 

c) sensing with at least one sensor (84) before the first note has disengaged from 
the stack, that at least one additional note has moved with the first note from the 
stack past the at least one stripper member (fig. 1 ) (C4/L4-7) 

d) responsive to (c), moving the at least one additional note in a second 
direction opposed of the first direction relative to the first note while the first note 
is engaged with the at least one picking member(C4/L12-25) 
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Regarding claim 2, Swartzendruber discloses a similar method wherein (d) 
includes moving the at least one additional note in the second direction more rapidly 
than the first note (C4/L12-25). 

Regarding claim 3, Swartzendruber discloses a similar method wherein (d) 
includes moving the at least one additional note in the second direction while the first 
note is held stationary (C4/L12-25). 

Regarding claim 4, Swartzendruber discloses a similar method wherein (d) 
includes moving the at least one additional note in the second direction for a longer 
period of time than the first note is moved in the second direction (C4/L12-25). 

7. Claims 1,7-1 0,14-21, and 23 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Beskitt USP 6,302,393. 

Regarding claim 1, Beskitt discloses a similar method comprising: 

a) picking a first note bounding a stack of notes (234), from the stack with at least 
one picking member (178) engaged with the first note, wherein the picking 
causes the first note to move in a first direction toward at least one stripper 
member (fig. 14,27) 

b) engaging notes other than the first note with the at least one stripper member 
(194), wherein generally notes other than the first note are prevented from 
moving from the stack (C13/L20-48.64-67; C14/L1-40) 
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c) sensing with at least one sensor (207) before the first note has disengaged from 
the stack, that at least one additional note has moved with the first note from the 
stack past the at least one stripper member (fig. 14) (C1 3/L64-67) 

d) responsive to (c), moving the at least one additional note in a second 
direction opposed of the first direction relative to the first note while the first note 
is engaged with the at least one picking member(C4/L12-25) 

Regarding claim 7, Beskitt discloses a similar method further comprising (e) 
determining if each first note moved from the stack has at least one characteristic 
associated with a valid note through operation of at least one validator device (38) 
(C6/L21-31) (fig.1). 

Regarding claim 8, Beskitt discloses a similar method further comprising (f) 
moving notes determined to have the at least one characteristic of validity in (e), toward 
at least one first storage location (68) (C6/L32-59) (fig.1). 

Regarding claim 9, Beskitt discloses a similar method further comprising (g) 
moving sheets determined as not having the at least one characteristic of validity in (e), 
toward at least one second storage location (70) (C6/L59-67) (fig.1). 

Regarding claim 10, Beskitt discloses a similar method wherein in (g) the at least 
one second storage location is included in a module (10) with the at least one validator 
(fig.1). 

Regarding claim 14, Beskitt discloses a similar method wherein (b) includes 
engaging notes other than the first note with at least one contact stripper member (194) 
and at least one non-contact stripper member (194') (C15/L65-67, fig. 14, 15). 
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Regarding claim 15, Beskitt discloses a similar method wherein (b) the at least 
one contact stripper member biasingly engages the at least one picking member (190) 
when no note extends therebetween (fig. 15) (C13/L50-54). 

Regarding claim 16, Beskitt discloses a similar method wherein (b) the at least 
one non-contact stripping member is disposed from the at least one picking member 
(fig.15). 

Regarding claim 17, Beskitt discloses a similar method wherein the picking 
member includes an annular recess, and wherein the at least one non-contact stripper 
member extends in the at least one annular recess (fig.15), and wherein in (b) a cross 
sectional wave configuration is imparted to the first note (fig.15) (C13/L50-60). 

Regarding claim 18, Beskitt discloses a similar method prior to (a) further 
comprising receiving the stack of notes in a chute (28), wherein the module includes the 
chute (C5/L46-52)(fig.1). 

Regarding claim 19, Beskitt discloses a similar method prior to receiving the 
stack of notes in the chute, further comprising opening a gate bounding the chute 
wherein opening the gate enables the chute to receive the stack of notes (C5/L46-52) 

(fig.1). 

Regarding claim 20, Beskitt discloses a similar method and prior to (a) further 
comprising receiving at least one input from a user through at least one input device of 
an automated banking machine, wherein the at least one input is operative to identify at 
least one of the user and an account (C5/L1-6), receiving the stack of notes into the 
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machine from the user, and wherein in (a) the first note is moved from the stack within 
the machine (C5/L45-63, C6/L20-31). 

Regarding claim 21, Beskitt discloses a similar method further comprising 
determining whether each first note moved from the stack is a valid note through 
operation of at least one note validator device and crediting at least one of the user and 
the account a value associated with notes determined as having the at least one 
characteristic of validity in (e) (C4/L66-67, C5/L1-6, C6/L20-30). 

Regarding claim 23, Beskitt discloses a similar method further comprising 
subsequent to (d), moving the first note in the first direction separately from another 
note (C14/L22-41). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 11-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Beskitt USP 6,302,393 in view of Peters USP 5,267,826. 

Regarding claim 1 1 and 12, Beskitt discloses all the limitations of the claim (see 
1J7), but does not expressly disclose the method further comprising (h) dispensing notes 
from the automated banking machine, wherein the dispensing notes are removed from 
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the at least one storage location but does not expressly disclose the storage location 
within a chest portion 

Peters teaches the storage location (102) within a chest portion (188) of an 
automated banking machine (fig. 5) for the purpose of preventing unauthorized access 
to the at least one storage location. 

At the time of invention it would have been obvious to one having ordinary skill in 
the art to locate at least one first storage location within a chest portion of an automated 
banking machine, as taught by Peters, in the method of Beskitt, for the purpose of 
preventing unauthorized access to the at least one storage location. 

Regarding claim 13, Beskitt discloses a similar method wherein the notes 
dispensed in (h) include notes previously determined as having the at least one 
characteristic of validity in (e) (C6/L21-53). 

10. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Beskitt 
USP 6,302,393 in view of Graef USP 6,783,061 . 

Beskitt discloses all the limitations of the claim (see H7), but does not expressly 
disclose the method of storing data in at least one data store correlating the user with 
notes not determined as valid (e). 

Graef teaches a method of storing data in at least one data store correlating the 
user with notes not determined as valid in (e) (C1 5/L45-65) for the purpose of gathering 
evidence of attempted thievery. 
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At the time of invention it would have been obvious to one having ordinary skill in 
the art to employ the method of storing data in at least one data store correlating the 
user with notes not determined as valid, as taught by Graef, in the method of Beskitt, for 
the purpose of gathering evidence of attempted thievery. 

11. Claims 24-27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Beskitt USP 6,302,393 in view of Force USP 6,109,522. 

Beskitt discloses all the limitations of the claim (see 1J7), but does not expressly 
disclose the step of moving a first note bounding a stack of notes input to the machine 
by a user or wherein (d) includes moving the first note and at least one note other than 
the first note in a second direction, wherein the at least one note other than the first note 
is moved in the second direction a distance greater than the first note is moved in the 
second direction. 

Force teaches the step of moving a first note (188) bounding a stack of notes 
(146) input to the machine by a user for the purpose of identifying and storing sheets in 
the machine and later selectively dispensing to another customer (C1/L10-15). 

At the time of invention it would have been obvious to one having ordinary skill in 
the art to employ the step of moving a first note bounding a stack of notes input to the 
machine by a user, as taught by Force, in the method of Beskitt, for the purpose of 
identifying and storing sheets in the machine and later selectively dispensing to another 
customer. 
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Force further teaches wherein (d) includes moving the first note and at least one 
note other than the first note in a second direction, wherein the at least one note other 
than the first note is moved in the second direction a distance greater than the first note 
is moved in the second direction (fig. 15, 16) (note: It is clear from the figures that the 
stack of notes leans towards the wall (170,172), so as the notes finally separate, the 
note other than the first note will be farther from the wall and thus have moved a greater 
distance than the first note) for the purpose of preventing the sheet from moving too far 
and falling out of the stack (C16/L35-53). 

At the time of invention it would have been obvious to one having ordinary skill in 
the art to employ the step of moving the first note and at least one note other than the 
first note in a second direction, wherein the at least one note other than the first note is 
moved in the second direction a distance greater than the first note is moved in the 
second direction, as taught by Force, in the method of Beskitt, for the purpose of 
preventing the sheet from moving too far and falling out of the stack. 

Conclusion 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Leslie A. Nicholson III whose telephone number is 571- 
272-5487. The examiner can normally be reached on M-F, 8:30 AM - 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gene Crawford can be reached on 571-272-6911. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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2/27/2006 



GENmCRflWFORD 
SUPERVISORY P/tTENT EXAMINER 




